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APPLICATION FOR PATENT TERM ADJUSTMENT 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants respond to the Notice of Allowance mailed 
September 01, 2004. All references made herein concerning 
the timing of documents are directed to the Patent 
Application Information Retrieval Website for the patent 
application that is identified above, unless indicated 
otherwise . 



BACKGROUND 

On October 27, 2000, the above- identified patent 
application was filed with the United States Patent and 
Trademark Office. On or about, May 16, 2 003, a Restriction 
Requirement was mailed to the Applicants in excess of 500 
days after the 14th month requirement as set forth by 35 US^ 

CO 

section 154 (b) and 37 CFR section 1.703 (1). In response t<f| 
the first Restriction Requirement, Applicants filed an g 

CU 

Amendment that was received in the United States Patent and 8 
Trademark Office [hereinafter referred to as USPTO] on or S 

o 
o 

about July 7, 2003. A second Restriction Requirement was ^ 
mailed on November 12, 2 003, which was 5 days past the four-g 

<£ 

cn 

month deadline established by 35 USC section 1.54 (b) and ^ 

l 
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37 CFR section 1.703(2). In response, Applicants filed a 
second Amendment that was received by the USPTO on 
November 24, 2003. According to PAIR, on or about 
February 20, 2004, a non-final Office action was mailed to 
the Applicants' attorney of record. See Appendix 1, 
attached hereto. On the same date, as indicated by PAIR, 
the mail was returned as undeliverable . See id. Finally, 
on August 4, 2004, following a telephone interview with the 
Examiner in charge of the application, the first non-final 
Office action received by Applicants' attorney was mailed- - 
126 days after the four-month deadline as set forth by 
36 USC section 154(b) and 37 CFR section 1.703(2). On 
September 1, 2004, a Notice of Allowance was mailed which 
indicated a Patent Term Adjustment of 510 days, an 
adjustment that is approximately 12 6 days shorter than the 
adjustment to which Applicants are entitled. As a result, 
Applicants submit the present Application for Patent Term 
Adjustment . 

A. Applicable Law 

The Code of Federal Regulations recites that a request 
for reconsideration of the patent term adjustment indicated 
on the Notice of Allowance must be by way of an Application 
for Patent Term Adjustment and must occur before payment of 
the issue fee. 37 CFR section 1.705 (b) . The fee set forth 
in 37 CFR section 1.18(e) must be included, along with a 
statement of facts involved specifying the correct patent 
term adjustment and the basis for the same. See id. The 
relevant dates 1.703(a) (e) for which an adjustment is sought 
and the adjustment as specified in 1.703(f). See id. 
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C. Patent Term Adjustment Determination 

The gravamen of Applicants 1 Application for Patent Term 
Adjustment results from confusion over the Non-Final 
Rejection having a USPTO mailroom date of February 20, 2004, 
shown on the transactional history of the PAIR website and 
in the Appendix 1. Specifically, Applicants have no record 
of receiving these communications and, furthermore, 
Applicants' attorney indicated as much to the Examiner in 
charge of the application on or about August 3, 2004. See 
Appendix 2 attached hereto. Finally, considering that the 
non-final Office action was indicated as being returned as 
undeliverable on the same day that the non-final Office 
action was indicated as being in the USPTO mailroom, 
Applicants doubt whether the non- final office action of 
February 20, 2004 was mailed. Without mailing of the non- 
final Office action of February 20, 2004, Applicants contend 
that it was the non-final Office action mailed on August 4, 
2004 that was the first action of the USPTO that satisfied 
the requirements of 35 USC section 132 for purposes of 
37 CFR section 1.702 (2). As a result, the USPTO's first 
action pursuant to 35 USC section 132 was mailed August 4, 
2004--126 days after the four-month period, required by 
35 USC section 154(b) and 37 CFR section 1.702(2), expired. 
As a result, Applicants respectfully contend that the PTA be 
adjusted to include these 126 days in excess of the four 
months from the receipt by the USPTO, on November 24, 2 003, 
of the second amendment. Thus, the entire term of the 
patent adjustment should be 636 days. 

The undersigned authorizes charging deposit account 
number 502650 any and all fees necessary to effectuate 

3 
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consideration of the present application, including the 
$200.00 fee set forth in 37 CFR section 1.18(e). 

Furthermore, Applicants are unaware of any circumstance 
during the prosecution of the application patent that 
constitutes a failure to engage in reasonable efforts to 
conclude processing or examination of such application. 
However, an amendment after Notice of Allowance was filed 
with the USPTO on or about October 15, 2004. 

The present patent application is not subject to any 
terminal disclaimer . 

Finally, as of the date of this Application, Applicants 
have not paid the issue fee. 

Applicants respectfully request reconsideration of the 
Patent Term Adjustment in view of the foregoing. 



CERTIFICATE OF TRANSMISSION/MAILING 

I hereby certify that this 
correspondence is being facsimile 
transmitted to the USPTO or 
deposited with the United States 
Postal Service with sufficient 
postage as first class mail, in 
an envelope addressed to the 
Commissioner for Patents. 



Respectfully submitted, 




Signed 

Typed Name:" Katrina Prati 
Date: /O - *Z * 




Kenneth C. Brooks 
Reg. No. 38,3 93 

Legal Department 
Molecular Imprints, Inc. 
P.O. Box 81536 
Austin, TX 78708-1436 
(512) 339-7760, ext. 243 
(512) 491-8918 
kbrooks@militho . com 
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^ gj Interview Summary 



All participants (applicant, applicant's representative, PTO personnel): 

(1) Thomas M. Dougherty . (3) . 

(2) Ken Brooks. Esq. . (4) . 

Date of Interview: 02 August 2004 . 

Type: a)M Telephonic b)D Video Conference 

c)D Personal [copy given to: 1)D applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes e)D No. 

If Yes, brief description: . 

Claim(s) discussed: . 



Application No. 

09/698,317 


Appllcant(s) 
CHOI ETAL 


Examiner 

Thomas M. Dougherty 


Art Unit 
2834 





Identification of prior art discussed: 



Agreement with respect to the claims f)D was reached. g)D was not reached. h)E3 N/A. 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: Mr. Brooks noted that the first office action was never received and that the 
preliminary amendment was not considered prior to that office action. The Examiner told Mr. Brooks that he would 
send another office action. . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WHICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. 



THOMAS M. DOubti*,*-* 
PRIMARY EXAMINER 

GROUP 2J00 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 




Examiner's signature, if/equire 
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